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= Pitfalls for the foreign
practitioner

Jeffrey G. Sheldon and Timothy H.P.
Richardson of US based Sheldon & Malk,
explore some of the pitfalls of U.S.
patent practice

may not be well understood by foreign practitioners.
Ignorance of these pitfalls can result in a U.S. patent which
is flawed, sometimes fatally.
Starting with claim drafting.

This article discusses some pitfalls in U.S. patent practice that

Product-by- process claims

In the United States, the scope of product-by-process claims is
uncertain. The Federal Circuit, in 1992, held that “process terms
in product-by-process claims serve as limitations in determining

infringement”; butin 1991 and 2006 held that product-by-process

claims are not limited to a product prepared by the process'. Thus,

it appears possible that a product-by-process claim may be

anticipated by the prior disclosure of the same product made by a

different process and, if valid, may not be infringed by the same

product made by a different process. It is, therefore, advisable to
include not only product-by-process claims, but also simple
process claims, and, if possible, claims to the product per se.

Composition claims

Typically, compositions are claimed in the form of:
(a) ingredient A;

(b) ingredient B; and

(c) ingredient C.

However, if any of the ingredients, after having been put
together, has reacted completely, then the defined composition
no longer exists. The Federal Circuit has held that, under such
circumstances, a person who mixed the three ingredients
together does not literally infringe the claim®

It 1s, therefore, advisable, when the invention is directed to a
composition (or indeed any article) which may undergo a
change after it has been prepared, to include not only a claim of
the kind set out above, but also a claim to the process of
preparing the composition (or article), and a composition (or
article)-by-process claim.
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“Means” clauses
In many non-US jurisdictions, functional
“means” clauses (e.g. “means for heating;”
“means for connecting”) cover any structure
performing the recited function. But under U.S.
law, an element defined by a means clause is
generally limited to the structure(s) for
performing that function specifically described
in the specification, and “equivalents” thereof.
It is advisable, therefore, for broad claim
coverage, to use a word that has the same
meaning as the “means for” clause in place of the
“means for” clause (for example “heater” instead
of “means for heating”). Even if such a word is
used, and especially if it is not, it is advisable for
the specification to disclose every conceivable
structure that can perform the claimed function.

Independent and dependent claims

In litigation of U.S. patents, dependent claims
have limited value. Theoretically, a court or
jury can determine that a dependent claim is
valid, despite finding its parent independent
claim invalid. Practically, such determinations
are rare. In general, even if the validity of a
dependent claim is separately argued, the
dependent claim survives or falls with the
independent claim from which it depends.

It is, therefore, advisable to include more
than one independent claim of each type
(product, process etc.), the first claim being as
broad as possible, and the subsequent claim(s)
including features which can be relied upon for
patentability, even if the first claim is found
invalid. If the likely infringement is known, an
independent “picture” claim focused on the
infringement can be extremely valuable.

Identifying the inventor(s)

In the United States, it is critically important to
name the inventors correctly, even when all the
inventors have assigned their interests to the
same assignee. Procedures exist for correcting
errors in naming the inventors, but proof is
required that the error was made without
deceptive intention. If the mistake cannot be
corrected, the patent can be invalid. If the
inventors are incorrectly named, and the true
inventors have not all assigned their interests
to the same assignee, the joint ownership
provisions of U.S. law (see below), can have very
serious consequences.
The following guidelines will help identify
the correct inventors:
» Too many inventors are better than too few
* Joint inventors need not work together
physically or at the same time‘. However,
joint inventorship requires at least some
collaboration or connection’
« Joint inventors need not to make the same
type or amount of contribution®. A co-
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In the United States, it
is critically important
to name the inventors
correctly, even when
all the inventors
have assigned their
interests to the
same assignee

inventor can merely suggest a limitation in a
claim’. However, one who contributes only
an obvious element is not a co-inventor®

* A joint inventor need not contribute to the
subject matter of every claim. Contribution
to a single claim is sufficient’

* A person who merely follows designs and
experiments of another is not a joint
inventor®. Similarly, one who merely explains
how or why the invention works" or merely
participates in consultations prior to or after
conception?, or made no contribution until
after the invention was reduced to practice",or
whose activities were “simply the exercise of
the normal skill of an ordinary machinist™, is
not an inventor

* A supervisor or employer of an inventor is

not a joint inventor merely because he or she

is a supervisor or employer"

If the invention is described in a technical

paper, the authors of the papers should be
compared with the named inventors.

A contributor to one of multiple structures
within the scope of a “means-plus function”
clause is a joint inventor, unless the
structure is simply a reduction to practice of
another inventor’s concept'.lIf a particular
structure is the subject of a claim, the
contributor should be named as an inventor.

Information disclosure

In the United States, unlike many non-US.
jurisdictions, the inventors and all others
involved in the preparation and prosecution of
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the application (including in particular agents
and attorneys representing the inventors or the
assignee) are under an obligation to disclose to
the Patent Office (PTO) any “material
information”, i.e. information that an examiner
would consider important in deciding whether
to allow the application'”. Typically this is done
in an Information Disclosure Statement. This
obligation remains in force so long as the U.S.
application  (including  any
application) is pending. Failure to fulfil this
obligation can make the patent unenforceable
and even a suspicion of failure results in major
expense in litigation™.

The authors recommend that, even if there
is doubt as to whether particular information
is “material,” it should be cited to the PTO.

The following checklist is useful for
identifying material information:

* Publications and patents authored by the
inventor(s)
* Other documents known to the inventor(s)
* Information obtained by the inventor(s) and
others at public conventions and seminars
* References located by any search for
information related to the invention

* References cited in related United States
applications or in related foreign applications'

* Published related foreign application

* Related United States applications or
patents, including parent
applications and patents®

* Commercial activity relating to the invention
prior to the USS. (or PCT) filing date®

* Information from related litigation*

continuing

and sister

The “best mode” requirement

United States law requires not only that the
specification should describe the invention in
sufficient detail that a person can practice the
invention, but also, contrary to many non-U.S.
jurisdictions that the specification shall “set
forth the best mode contemplated by the
inventor of carrying out his invention™. A US.
patent is invalid if it is proved that the inventor,
at the time of filing the US or PCT application,
knew that the specification failed to disclose the
best mode of carrying out the claimed invention.
The best mode disclosure need not be updated in
a continuation or divisional application. But a
continuation-in-part (CIP) application should
include the best mode known to the inventor at
the date of filing of the CIP.

The following checklist provides some
guidelines as to what should be disclosed, or
need not be disclosed, to comply with the
“best mode” requirement:

* The requirement applies only to claimed
invention

* Only the best mode as of the (US or PCT)
filing date need be disclosed

* If there was a commercial embodiment of the
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invention at the U.S. or PCT filing date, it is prima facie the best method
known to the inventor, and should be disclosed in the specification

* The specification need only disclose what the inventor subjectively
believed to be the best mode

* The best mode must be disclosed even if the applicant did not invent
it

* The description of the best mode has to be objectively enabling

* The disclosure of the best mode cannot rely on prior art that is
non-conventional or not widely known.

¢ The best mode must be disclosed, but need not be identified as such.
For example, the best mode requirement is satisfied if there are
numerous examples, one of which is the best mode, but which is not
identified as such.

Joint Ownership

In the United States, unlike many non-US jurisdictions, each owner of
a jointly owned U.S. Patent has an independent right to exploit the
patent, without any compensation to the other owners unless there is
an agreement to the contrary. Therefore, unless it is intended that
different law should apply, there should be a written agreement
between the joint owners which overrides the U.S. law, and that written
agreement should be recorded at the PTO.

Small Entity Status

The PTO halves many official fees for “small entity” applicants. However
this concession should be used with caution. The first requirement for
“small entity” status is that any entity (individual, partnership,
corporation) with an interest in the patent application does not employ 500
or more people. However, there is a further, easily overlooked, requirement
that each such person should not be controlled by, or control, an
organisation employing more than 500 people. Thus, subsidiaries of large
companies are not “small entities”. Moreover, the “interest” does not have
to be an ownership interest. If any large entity has rights in the invention
such as by a license, or even if there is an obligation to assign to a large
entity, small entity status cannot be claimed. Unintentional, improper
claiming of small entity status can be corrected with suitable evidence, but
until the correction cannot be made, the patent can be unenforceable.

Conclusion

These are examples of the pitfalls that result from the

differences between patent practice in the U.S. and in many non-U.S.
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